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I. REAL PARTY IN INTEREST 



The undersigned, Randi L. Karpinia, Attorney for the Appellants, certifies the following: 

The name of the real party in interest in this appeal is Motorola, Inc., a Delaware 
corporation. Appellants assigned all their rights, title and interest in and to the above-captioned 
patent application (hereinafter "Subject Application") to Motorola, Inc. as evidenced by the 
assignment recorded in the United States Patent and Trademark Office on 7/16/2001 at Reel No. 
012031, Frame No. 0557. 



II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals of interferences known to the Applicant, the Applicant's legal 
representative, or assignee which would directly affect or be directly affected by or having a 
bearing on the Board's decision in this pending appeal. 



IIL STATUS OF THE CLAIMS 

Claims 1 and 2 are pending herein and all are appealed. 

Claims 1 and 2 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hockaday (US patent number 5,759,712) in view of Hampo et al. (US patent number 5,747,689). 

Claims 1 and 2 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hockaday (US patent number 5,759,712) in view of Pope (US patent number 4,589,077). 

IV. STATUS OF THE AMENDMENTS 

There have not been any amendments to the claims filed subsequent to the final rejection, 
dated April 6, 2004. 
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V. SUMMARY OF THE INVENTION 

In a first embodiment, the present invention provides for a fuel cell system for a portable 
electronic device including a fuel cell capable of operating on hydrogen that is obtained from 
methanol; and a reservoir for storing a supply of methanol, suitably connected to the fuel cell, 
wherein a fuel quantity measuring means is located within the reservoir. The fuel quantity 
measuring means includes an immersion capacitive unit comprised of a plurality of pairs of 
plates placed in more than one location within the reservoir, wherein the supply of methanol in 
the reservoir forms a dielectric between at least one of the plurality of pairs of plates of the 
immersion capacitive unit, and electrical circuitry for measuring a capacitance value of the 
immersion capacitive unit produced using the dielectric. 

In a second embodiment, the present invention provides for a fuel cell system for a 
portable electronic device including a fuel cell that operates on hydrogen obtained from a liquid 
hydrocarbon fuel; and a reservoir for containing a supply of the liquid hydrocarbon fuel, said 
reservoir connected to the fuel cell, wherein a sensing means for measuring the amount of liquid 
hydrocarbon fuel that is present is located within the reservoir. The sensing means includes an 
immersion capacitive unit comprised of a plurality of pairs of plates placed in more than one 
location within the reservoir, wherein a supply of methanol in the reservoir forms a dielectric 
between at least one of the plurality of pairs of plates of the immersion capacitive unit, and 
electrical circuitry for measuring a capacitance value of the immersion capacitive unit produced 
using the dielectric. 

VI. ISSUES FOR CONSIDERATION ON APPEAL 

1. Whether Claims 1 and 2 are unpatentable under 35 U.S.C. 103(a) as being 
obvious over Hockaday (US patent number 5,759,712) in view of Hampo et al. (US patent 
number 5,747,689). 

2. Whether Claims 1 and 2 are unpatentable under 35 U.S.C. 103(a) as being 
obvious over Hockaday (US patent number 5,759,712) in view of Pope (US patent number 
4,589,077). 
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VII. GROUPING OF THE CLAIMS 

Claims 1 and 2 stand alone and do not stand or fall together. The claims are grouped 
individually, and in the appropriate part or parts of the arguments below reasons as to why 
Appellants consider the rejected claims to be separately patentable are presented. 

VIII. ARGUMENTS 

1. Whether Claims 1 and 2 are unpatentable under 35 C/.S.C. 103(a) as being obvious over 
Hockaday (US patent number 5 J 59 J 12) in view ofHampo et al (US patent number 5 J 47 ,689). 

A) HOCKADAY (US PATENT NUMBER 5,759,712) IN VIEW OF HAMPO ET AL. 
(US PATENT NUMBER 5,747,689)TAKEN SINGLY OR IN COMBINATION DO NOT 
ANTICIPATE THE INVENTION AS RECITED IN CLAIMS 1 AND 2. 

Regarding Claim 1, the present invention as recited in claim 1 is a fuel cell system for a 
portable electronic device including a reservoir and a "fuel quantity measuring means" located 
within the reservoir. The fuel quantity measuring means includes "an immersion capacitive unit, 
wherein the immersion capacitive unit comprises a plurality of pairs of plates placed in more 
than one location within the reservoir, wherein the supply of methanol in the reservoir forms a 
dielectric between at least one of the plurality of pairs of plates of the immersion capacitive unit, 
and electrical circuitry for measuring a capacitance value of the immersion capacitive unit 
produced using the dielectric." 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Hampo et al. (US patent number 5,747,689) does not anticipate the invention recited in Claim 1. 
Applicant respectfully disagrees with the examiner that a reservoir is described in Hockaday. 
The Examiner's rejection regarding Claim 1 states that Hockaday discloses "a reservoir for 
storing a supply of methanol (Figure 13)." Applicants respectfully submit that the reference to 
Figure 13 is a vague and ambiguous reference; thereby not pointing out the particular part relied 
upon as nearly as possible. Further, upon review of the specification description of Figure 13 
(ie: column 11, lines 3 to 28), Applicants did not find reference to a reservoir for storing a supply 
of methanol. According to the Merri am- Webster On Line Dictionary, the definition of reservoir 
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is "1: a place where something is kept in store: as a: an artificial lake where water is collected 
and kept in quantity for use b: a part of an apparatus in which a liquid is held c : SUPPLY, 
STORE <a large reservoir of educated peoplex" In Hockaday, Figure 13, there is no such 
"apparatus where liquid hydrocarbon fuel is held" recited nor described. Applicant notes the fuel 
filled fuel tank 1 19 of Hockaday is not a reservoir in that the fuel tank is punctured by a fuel 
needle to make the fuel connection. This is neither related nor anticipatory of a reservoir for 
storing a supply of methanol. 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Hampo et al. (US patent number 5,747,689) does not anticipate the invention recited in Claim 1. 
Hockaday (US patent number 5,759,712) in view of Hampo et al. (US patent number 5,747,689) 
does not anticipate the immersion capacitive unit comprising multiple pairs of plates located at 
different locations within the reservoir. Applicant submits that the Hampo patent actually 

0 

teaches away from the present invention since in Hampo there is no attempt or intention to utilize 
multiple pairs of plates located in different areas of the reservoir. Hampo, in contrast, describes 
"A fluid level sensor 26 includes two parallel electrically-insulating plates 28 and 30." (see FIG. 
1 and col. 2 lines 36-37). 

Regarding Claim 2, the present invention as recited in Claim 2 is a fuel cell system for a 
portable electronic device including a reservoir and "a sensing means for measuring the amount 
of liquid hydrocarbon fuel that is present is located within the reservoir." The sensing means 
includes "an immersion capacitive unit, wherein the immersion capacitive unit comprises a 
plurality of pairs of plates placed in more than one location within the reservoir, wherein a 
supply of methanol in the reservoir forms a dielectric between at least one of the plurality of 
pairs of plates of the immersion capacitive unit, and electrical circuitry for measuring a 
capacitance value of the immersion capacitive unit produced using the dielectric." 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Hampo et al. (US patent number 5,747,689) does not anticipate the invention recited in Claim 2. 
Applicant respectfully disagrees with the examiner that a reservoir is described in Hockaday. 
The Examiner's rejection regarding Claim 1 states that Hockaday discloses "a reservoir for 
storing a supply of liquid hydrocarbon fuel (Figure 13)." Applicants respectfully submit that the 
reference to Figure 13 is a vague and ambiguous reference; thereby not pointing out the 
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particular part relied upon as nearly as possible. Further, upon review of the specification 
description of Figure 13 (ie: column 11, lines 3 to 28), Applicants did not find reference to a 
reservoir for storing a supply of liquid hydrocarbon fuel. According to the Merri am- Webster On 
Line Dictionary, the definition of reservoir is "1: a place where something is kept in store: as a: 
an artificial lake where water is collected and kept in quantity for use b: a part of an apparatus in 
which a liquid is held c : SUPPLY, STORE <a large reservoir of educated people>." In 
Hockaday, Figure 13, there is no such "apparatus where liquid hydrocarbon fuel is held" recited 
nor described. Applicant notes the fuel filled fuel tank 1 19 of Hockaday is not a reservoir in that 
the fuel tank is punctured by a fuel needle to make the fuel connection. This is neither related 
nor anticipatory of a reservoir for storing a supply of liquid hydrocarbon fuel. 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Hampo et al. (US patent number 5,747,689) does not anticipate the invention recited in Claim 2. 
Hockaday (US patent number 5,759,712) in view of Hampo et al. (US patent number 5,747,689) 
does not anticipate the immersion capacitive unit comprising multiple pairs of plates located at 
different locations within the reservoir. Applicant submits that the Hampo patent actually 
teaches away from the present invention since in Hampo there is no attempt or intention to utilize 
multiple pairs of plates located in different areas of the reservoir. Hampo, in contrast, describes 
"A fluid level sensor 26 includes two parallel electrically-insulating plates 28 and 30." (see FIG. 
1 and col. 2 lines 36-37). 

B) THE EXAMINER HAS NOT MET THE PATENT OFFICE'S BURDEN OF 
PRESENTING A PRIMA FACIE CASE OF OBVIOUSNESS AS REQUIRED BY 37 CFR 
1.104 (C) (2) OF CLAIMS 1 AND 2 AS BEING UNPATENTABLE UNDER 35 U.S.C. 103(A) 
HOCKADAY (US PATENT NUMBER 5,759,712) IN VIEW OF HAMPO ET AL. (US 
PATENT NUMBER 5,747,689). 

Applicants respectfully submit that the Examiner has not met the Patent Office's burden 

of presenting a prima facie case of obviousness as required by 37 CFR 1.104 (c) (2) as 

reproduced below: 

"In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her command. 
When a reference is complex or shows or describes inventions 
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other than that claimed by the applicant, the particular part relied 
on must be designated as nearly as practicable. The pertinence of 
each reference, if not apparent, must be clearly explained and each 
rejected claim specified." 

Firstly, the examiner's burden to particularly point out the relevant parts relied upon is 
not met in the office action rejection. "When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the particular part relied on must be 
designated as nearly as possible." 

In the office action dated April 6, 2004, the Examiner's rejection of Claims 1 and 2 each 
state that Hockaday discloses "a reservoir for storing a supply of methanol (Figure 13)" with 
reference to Claim 1 and "a reservoir for storing a supply of liquid hydrocarbon fuel (Figure 13)" 
with respect to Claim 2. Applicants respectfully submit that the reference to Figure 13 is a vague 
and ambiguous reference; thereby not pointing out the particular part relied upon as nearly as 
possible. In Hockaday, Figure 13, there is no such "apparatus where methanol is held" nor 
"apparatus where liquid hydrocarbon fuel is held" recited nor described. Applicant notes the fuel 
filled fuel tank 1 19 of Hockaday is not a reservoir in that the fuel tank is punctured by a fuel 
needle to make the fuel connection. This is neither related nor anticipatory of a reservoir for 
holding methanol or a reservoir for holding liquid hydrocarbon fuel. 

Further, in the office action dated April 6, 2004, the Examiner's rejection of Claims 1 and 
2 state that Hampo discloses "where the quantity measuring means is located within the 
reservoir; where the quantity measuring means is an immersion capacitive unit and where the 
immersion capacitive unit includes a plurality of pairs of plates in more than one location within 
the reservoir that includes an electrical circuitry for measuring a capacitance value of the 
immersion capacitive unit produced using the dielectric (Figure 1). Applicant respectfully 
submits that the reference to Figure 1 is a vague and ambiguous reference; thereby not pointing 
out the particular part relied upon as nearly as possible. Further, in Hampo, there is no such 
"immersion capacitive unit includes a plurality of pairs of plates in more than one location" 
recited nor described with respect to Figure 1. 
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Since the Patent Office bears the initial duty of supplying a factual basis supporting a 
rejection in a patent application, and the Examiner has not met this initial duty as described 
above, Applicants respectfully request the rejection of Claims 1 and 2 be withdrawn and Claims 
1 and 2 now be passed to allowance. 

2. Whether Claims 1 and 2 are unpatentable under 35 U.S.C. 103(a) as being obvious over 
Hockaday (US patent number 5,759, 712) in view of Pope (US patent number 4,589,077). 

A) HOCKADAY (US PATENT NUMBER 5,759,712) IN VIEW OF POPE (US 
PATENT NUMBER 4,589,077).TAKEN EITHER SINGLY OR IN COMBINATION DO NOT 
ANTICIPATE THE INVENTION AS RECITED IN CLAIMS 1 AND 2. 

Regarding Claim 1, the present invention as recited in claim 1 is a fuel cell system for a 
portable electronic device including a reservoir and a "fuel quantity measuring means" located 
within the reservoir. The fuel quantity measuring means includes "an immersion capacitive unit, 
wherein the immersion capacitive unit comprises a plurality of pairs of plates placed in more 
than one location within the reservoir, wherein the supply of methanol in the reservoir forms a 
dielectric between at least one of the plurality of pairs of plates of the immersion capacitive unit, 
and electrical circuitry for measuring a capacitance value of the immersion capacitive unit 
produced using the dielectric." 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Pope (US patent number 4,589,077) does not anticipate the invention recited in Claim 1. 
Applicant respectfully disagrees with the examiner that a reservoir is described in Hockaday. 
The Examiner's rejection regarding Claim 1 states that Hockaday discloses "a reservoir for 
storing a supply of methanol (Figure 13)." Applicants respectfully submit that the reference to 
Figure 13 is a vague and ambiguous reference; thereby not pointing out the particular part relied 
upon as nearly as possible. Further, upon review of the specification description of Figure 13 
(ie: column 11, lines 3 to 28), Applicants did not find reference to a reservoir for storing a supply 
of methanol. According to the Merriam-Webster On Line Dictionary, the definition of reservoir 
is "1: a place where something is kept in store: as a: an artificial lake where water is collected 
and kept in quantity for use b: a part of an apparatus in which a liquid is held c : SUPPLY, 
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STORE <a large reservoir of educated people>." In Hockaday, Figure 13, there is no such 
"apparatus where liquid hydrocarbon fuel is held" recited nor described. Applicant notes the fuel 
filled fuel tank 1 19 of Hockaday is not a reservoir in that the fuel tank is punctured by a fuel 
needle to make the fuel connection. This is neither related nor anticipatory of a reservoir for 
storing a supply of methanol. 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Pope (US patent number 4,589,077) does not anticipate the invention recited in Claim 1. 
Hockaday (US patent number 5,759,712) in view of Pope (US patent number 4,589,077) does 
not anticipate the immersion capacitive unit comprising multiple pairs of plates located at 
different locations within the reservoir. Applicant submits that the Pope patent actually teaches 
away from the present invention since in Pope there is no attempt or intention to utilize multiple 
pairs of plates located in different areas of the reservoir. Pope, in contrast, describes a single 
"multiple segment capacitance probe 12" (see FIG. 1 and col. 3 lines 40-49). The multiple 
segment capacitance probe 12 does appear to have plates 39 for mounting of temperature sensors 
37, however, these are not the same as plates located in different areas to measure capacitance. 
Instead, they are just mechanical support for the mounting of the temperature sensors, (see FIG. 
1 and col. 4, line 38) 

Regarding Claim 2, the present invention as recited in Claim 2 is a fuel cell system for a 
portable electronic device including a reservoir and "a sensing means for measuring the amount 
of liquid hydrocarbon fuel that is present is located within the reservoir." The sensing means 
includes "an immersion capacitive unit, wherein the immersion capacitive unit comprises a 
plurality of pairs of plates placed in more than one location within the reservoir, wherein a 
supply of methanol in the reservoir forms a dielectric between at least one of the plurality of 
pairs of plates of the immersion capacitive unit, and electrical circuitry for measuring a 
capacitance value of the immersion capacitive unit produced using the dielectric." 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Pope (US patent number 4,589,077) does not anticipate the invention recited in Claim 2. 
Applicant respectfully disagrees with the examiner that a reservoir is described in Hockaday. 
The Examiner's rejection regarding Claim 1 states that Hockaday discloses "a reservoir for 
storing a supply of liquid hydrocarbon fuel (Figure 13)." Applicants respectfully submit that the 
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reference to Figure 13 is a vague and ambiguous reference; thereby not pointing out the 
particular part relied upon as nearly as possible. Further, upon review of the specification 
description of Figure 13 (ie: column 11, lines 3 to 28), Applicants did not find reference to a 
reservoir for storing a supply of liquid hydrocarbon fuel. According to the Merriam-Webster On 
Line Dictionary, the definition of reservoir is "1: a place where something is kept in store: as a: 
an artificial lake where water is collected and kept in quantity for use b: a part of an apparatus in 
which a liquid is held c : SUPPLY, STORE <a large reservoir of educated people>." In 
Hockaday, Figure 13, there is no such "apparatus where liquid hydrocarbon fuel is held" recited 
nor described. Applicant notes the fuel filled fuel tank 1 19 of Hockaday is not a reservoir in that 
the fuel tank is punctured by a fuel needle to make the fuel connection. This is neither related 
nor anticipatory of a reservoir for storing a supply of liquid hydrocarbon fuel. 

Applicant respectfully submits that Hockaday (US patent number 5,759,712) in view of 
Pope (US patent number 4,589,077) does not anticipate the invention recited in Claim 2. 
Hockaday (US patent number 5,759,712) in view of Pope (US patent number 4,589,077) does 
not anticipate the immersion capacitive unit comprising multiple pairs of plates located at 
different locations within the reservoir. Applicant submits that the Pope patent actually teaches 
away from the present invention since in Pope there is no attempt or intention to utilize multiple 
pairs of plates located in different areas of the reservoir. Pope, in contrast, describes a single 
"multiple segment capacitance probe 12" (see FIG. 1 and col. 3 lines 40-49). The multiple 
segment capacitance probe 12 does appear to have plates 39 for mounting of temperature sensors 
37, however, these are not the same as plates located in different areas to measure capacitance. 
Instead, they are just mechanical support for the mounting of the temperature sensors, (see FIG. 
1 and col. 4, line 38) 
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B) THE EXAMINER HAS NOT MET THE PATENT OFFICE'S BURDEN OF 
PRESENTING A PRIMA FACIE CASE OF OBVIOUSNESS AS REQUIRED BY 37 CFR 
1.104 (C) (2) OF CLAIMS 1 AND 2 AS BEING UNPATENTABLE UNDER 35 U.S.C 103(A) 
OVER HOCKADAY (US PATENT NUMBER 5,759,712) IN VIEW OF POPE (US PATENT 
NUMBER 4,589,077). 

Applicants respectfully submit that the Examiner has not met the Patent Office's burden 

of presenting a prima facie case of obviousness as required by 37 CFR 1.104 (c) (2) as 

reproduced below: 

"In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her command. 
When a reference is complex or shows or describes inventions 
other than that claimed by the applicant, the particular part relied 
on must be designated as nearly as practicable. The pertinence of 
each reference, if not apparent, must be clearly explained and each 
rejected claim specified." 

Firstly, the examiner's burden to particularly point out the relevant parts relied upon is 
not met in the office action rejection. "When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the particular part relied on must be 
designated as nearly as possible." 

In the office action dated April 6, 2004, the Examiner's rejection of Claims 1 and 2 each 
state that Hockaday discloses "a reservoir for storing a supply of methanol (Figure 13) with 
respect to Claim 1 and "a reservoir for storing a supply of liquid hydrocarbon fuel (Figure 13)" 
with respect to Claim 2. Applicants respectfully submit that the reference to Figure 13 is a vague 
and ambiguous reference; thereby not pointing out the particular part relied upon as nearly as 
possible. In Hockaday, Figure 13, there is no such "apparatus where methanol is held" nor 
"apparatus for storing a supply of liquid hydrocarbon fuel" recited nor described. Applicant 
notes the fuel filled fuel tank 1 19 of Hockaday is not a reservoir in that the fuel tank is punctured 
by a fuel needle to make the fuel connection. This is neither related nor anticipatory of a 
reservoir for holding methanol or for holding liquid hydrocarbon fuel. 
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Further, in the office action dated April 6, 2004, the Examiner's rejection of Claims 1 and 
2 state that Pope discloses "where the fuel quantity measuring means is located within the 
reservoir; where the quantity measuring means is an immersion capacitive unit and where the 
immersion capacitive unit includes a plurality of pairs of plates in more than one location within 
the reservoir that includes an electrical circuitry for measuring a capacitance value of the 
immersion capacitive unit produced using the dielectric (Figure 1). Applicant respectfully 
submits that the reference to Figure 1 is a vague and ambiguous reference; thereby not pointing 
out the particular part relied upon as nearly as possible. Further, in Pope, there is no such 
"immersion capacitive unit includes a plurality of pairs of plates in more than one location" 
recited nor described with respect to Figure 1. 

Since the Patent Office bears the initial duty of supplying a factual basis supporting a 
rejection in a patent application, and the Examiner has not met this initial duty as described 
above, Applicants respectfully request the rejection of Claims 1 and 2 be withdrawn and Claim 1 
and 2 now be passed to allowance. 
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IX. CONCLUSION 



For the foregoing reasons, Appellants submit that the Examiner failed to establish a prima 
facie case of obviousness of Appellants' claimed invention in view of the cited references 
because the combination of cited references, when taken as a whole, fails to disclose or suggest 
the various limitations recited in Appellants' Claims 1 and 2. Therefore, Appellants respectfully 
request that the Board reverse the Examiner's rejection of claims 1 and 2 under 35 U.S.C. § 
103(a) and hold Claims 51 and 2 allowable over the cited references. Reversal of the rejection 
of all claims is earnestly urged. 
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X. APPENDIX 
CLAIMS AS PENDING 



1. A fuel cell system for a portable electronic device, comprising: 

a fuel cell capable of operating on hydrogen that is obtained from methanol; and 

a reservoir for storing a supply of methanol, suitably connected to the fuel cell, wherein a 
fuel quantity measuring means is located within the reservoir, wherein the fuel quantity 
measuring means comprises: 

an immersion capacitive unit, wherein the immersion capacitive unit comprises a 
plurality of pairs of plates placed in more than one location within the reservoir, wherein the 
supply of methanol in the reservoir forms a dielectric between at least one of the plurality of 
pairs of plates of the immersion capacitive unit, and 

electrical circuitry for measuring a capacitance value of the immersion capacitive unit 
produced using the dielectric. 

2. A fuel cell system for a portable electronic device, comprising: 

a fuel cell that operates on hydrogen obtained from a liquid hydrocarbon fuel; and 
a reservoir for containing a supply of the liquid hydrocarbon fuel, said reservoir 
connected to the fuel cell, wherein a sensing means for measuring the amount of liquid 
hydrocarbon fuel that is present is located within the reservoir, wherein the sensing means 
comprises: 

an immersion capacitive unit, wherein the immersion capacitive unit comprises a 
plurality of pairs of plates placed in more than one location within the reservoir, wherein a 
supply of methanol in the reservoir forms a dielectric between at least one of the plurality of 
pairs of plates of the immersion capacitive unit, and 

electrical circuitry for measuring a capacitance value of the immersion capacitive unit 
produced using the dielectric. 
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